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Opi ni on by Chapman, Adm nistrative Tradenark Judge:

Dos Padres, Inc. has filed an application to register
the mark QUESO QUESADI LLA SUPREME for “cheese”.?

Regi stration has been refused under Section 2(e)(1) of
the Trademark Act, 15 U. S.C. 81052(e)(1), on the basis

t hat, when used on applicant’s goods, the mark is nerely

! Application Serial No. 75/075,701, was filed March 20, 1996,
all eging a bona fide intention to use the mark i n conmerce.
Appl i cant subsequently disclaimed the words “queso quesadilla”
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descriptive of them

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested. W affirm

In the first Ofice action, the Exam ning Attorney,
inter alia, refused registration of the mark as nerely
descriptive, asserting that QUESO QUESADI LLA is a type of
Mexi can cheese, as evidenced by several excerpts from
Lexi s/ Nexis; and that SUPREME is a |laudatory termwhich is
“nondi stinctive and unregistrable wi thout proof of acquired
di stinctiveness”. In response thereto, applicant
di scl ai med the words “queso quesadilla”; and argued that
the term SUPREME is not merely laudatory, and that third-
party registrations evidence a Patent and Trademark O fice
policy of allow ng the word SUPREME to be registered
wi t hout a disclaimer or a claimunder Section 2(f).
Applicant specifically argued that there are 200
registrations in International C asses 29, 30 and 31 in
whi ch the word SUPREME was not disclained; of these

appl i cant provi ded approximately 45 illustrative exanpl es?.

2 Applicant subnmitted the approximately 45 listings froma
commercial trademark search report. These types of search
reports are not credible evidence of the existence of the
applications and/or registrations listed in such reports. See
Weyer haeuser Co. v. Katz, 24 USPQd 1230 (TTAB 1992). However,
the Exami ning Attorney did not object to the evidence, and in
fact, treated it as being of record. Accordingly, we have
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The Examining Attorney submitted (i) a Random House

Di ctionary (1987) listing for the word SUPREVE whi ch

i ncl udes as one definition, “of the highest quality”; and
(ii) seven exanples of registered marks which include
either a disclainer of the term SUPREME or a cl ai m of

di stinctiveness under Section 2(f). The Exam ning Attorney
argues that the mark QUESO QUESADI LLA SUPREME is nerely
descriptive of cheese because the mark consists of the
generic termfor a type of cheese (QUESO QUESADI LLA) plus a
| audatory term (SUPREME). Further, she cites the case of
Suprenme Wne Co., Inc. v. The American Distilling Co., 310
F.2d 888, 135 USPQ 481 (2nd. G r. 1962) wherein the Court
stated that “the word ‘suprene’ is so totally lacking in

di stinctiveness, originality and uniqueness that, in the
absence of conpelling proof that it has acquired a
secondary neaning to the buying public, it is not entitled
to trademark protection”. VWhile the Exam ning Attorney
acknow edges that there are several instances of registered
mar ks whi ch do not include a disclainer of the word
SUPREME, she contends that each case nust be decided on its

own facts.

considered that material for whatever probative value it may
have. See In re Nuclear Research Corp., 16 USPQd 1316 (TTAB
1990) .
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Applicant argues that the mark QUESO QUESADI LLA
SUPREME, when viewed in its entirety, is not nerely
descriptive of applicant’s goods. Applicant specifically
asserts that the Exam ning Attorney di ssected the mark,
anal yzed the separate portions, reassenbled the mark, and
then concluded that it is merely descriptive. Applicant
argues that nerely because each conponent term may have an
accepted definition does not render a mark nerely
descriptive. Applicant al so contends that the Exam ning
Attorney did not showthat the mark is likely to be
percei ved by the purchasing public as nerely descri bing
applicant’s goods; that the nunmerous third-party
regi strations submtted by applicant “clearly establish a
consi stent policy and practice” (brief, page 7) of allow ng
the term SUPREME (and foreign equivalents thereof) to
regi ster without a disclainmer or a claimunder Section
2(f); and that any doubt on the issue of nere
descri ptiveness nmust be resolved in applicant’s favor.

It is well settled that a termor phrase is considered
nmerely descriptive of goods or services, within the neaning
of Section 2(e)(1), if it inmediately conveys information
concerning an ingredient, quality, characteristic or
feature thereof, or if it directly conveys information

regardi ng the nature, function, purpose or use of the goods
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or services. See In re Abcor Devel opnment Corp., 588 F.2d
811, 200 USPQ 215 (CCPA 1978). Mbreover, whether a termor
phrase is nerely descriptive is determned in relation to

t he goods or services for which registration is sought, the
context in which it is being used on or in connection with
t hose goods or services, and the possible significance that
the termor phrase would have to the average purchaser of

t he goods or services because of the manner of its use.

See In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979).

See also, In re Consolidated C gar Co., 35 USPQ2d 1290
(TTAB 1995); and In re Pennzoil Products Co., 20 USPQ2d
1753 (TTAB 1991). Terns which are |laudatory are al so
regarded as being nmerely descriptive because these

| audatory terns are seen as a form of describing the
quality of the goods. See J. Thomas MCarthy, Vol. 2,

Trademarks and Unfair Conpetition, 811:17 (4th Ed. 1998),

and cases cited therein.

The record before the Board establishes that the term
‘queso quesadilla is a generic termfor a type of cheese.
The Lexi s/ Nexis excerpts submtted by the Exam ning
Attorney include several references specifically to ‘queso
quesadilla cheese in the lists of ingredients in recipes,
as well as in the context of stories, such as the

fol |l ow ng:
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|l magine a quesadilla, the Mexican grilled cheese
sandw ch, pocked wth wunyielding lunps: It’'s tines
like these when a cheese’s first duty is to nelt.
Mexi can cheeses such as queso quesadilla (KAY-so kay-
sa-DEE-yah), the slightly tinted, snmoboth and buttery
chi huahua (chee- WHA-wha), and the snooth, pale asadero
(ah-sa- DAY-ro0), are prinme candidates for nelting,
“Better Hones and Gardens”, February 1996;

...2 cups (8 ounces) grated four-cheese Mexican Blend

( Cheddar, Mont er ey Jack, gueso quesadilla and
asadero) ..., appeared under the byline “Honenade Meal s
In Mnutes Stock Kitchen Wth Basics”, “Omaha Wrld

Her al d” Cct ober 4, 1995;

Pizza Mexicana was the appetizer winner in a recent

cont est. It uses Sargento 4-cheese Mexican Recipe
Bl end, which includes Cheddar, Monterey Jack and two
Mexi can cheeses, Queso Quesadilla and Asadero, “The

Des Moi nes Register”, August 13, 1995;

...No tine to nake sal ad? Use one of the salads in a
bag from Fresh Express farnms. A new arrival is Fiesta
Salad Kit, which includes fresh lettuce, carrots, red
cabbage, sour cream salsa dressing, linme-chili mni-
tortilla triangles and a blend of four cheeses - Jack,
cheddar, Queso Quesadilla and Asadero, “The Houston
Chronicle”, June 28, 1995;

... The Mexican blend contains the famliar Cheddar and
Monterey Jack with asadero (whole-mlk cheese with a
mld flavor) and queso quesadilla (creanmy white cheese
t hat melts wel l), “The Atl ant a Jour nal and
Constitution”, Decenber 15, 1994; and

...Certain H spanic cheeses, such as Queso Quesadill a,
melt without separating. That nekes them perfect for
nmelting on nachos or in quesadillas, which are known
as ‘the grilled cheese sandw ch of Mexico’ . ..

“Wsconsin State Journal”, June 2, 1993.

Mor eover, applicant disclainmed the words “queso

guesadill a”.
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Wil e the words “queso” and “quesadilla” each have a
meani ng i n Spani sh, when the words are conbi ned as “queso
gquesadilla”, they nanme a type of cheese, and the evidence
shows that “queso quesadilla” would be understood as such
by the purchasing public. SUPREME, as the dictionary
definition indicates, neans “of the highest quality”.
Therefore, the mark QUESO QUESADI LLA SUPREME as applied to
“cheese”, would inmediately convey to purchasers that the
product is a high quality ‘queso quesadilla (creany white
cheese which nelts easily).

We acknow edge that the records of the Patent and
Trademark O fice are inconsistent with regard to the Ofice
treatment of the word SUPREME. It is clear that there are
regi stered marks which include the word SUPREME with a
di sclainmer or a claimof distinctiveness under Section
2(f); and there are registrations which do not include such
treatnent of the term SUPREME. Wiile the Ofice strives
for consistency, we nust decide each case on its own facts
and record. See In re Consolidated Foods Corp., 200 USPQ
477 (TTAB 1978). The nere fact that there have been
i nconsi stencies in how Exam ning Attorneys treated the word
SUPREME i n other applications does not, as applicant
suggests, raise a doubt as to the nerely descriptive nature

of the mark now before us.
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The case of In re Cassic Beverage Inc., 6 USPQ2d 1383
(TTAB 1988), cited by applicant, does not require a
different result herein. The three categories of evidence
submtted in that case were specifically discussed in the
opi ni on, and the evidence showed that ‘classic’ had a
nmeani ng that coul d describe a characteristic of some
products (such as cars or books), but the evidence did not
link the recogni zed dictionary neaning of ‘classic’ to
apply to applicant’s soft drinks. (Enphasis added.)

Decision: The refusal to register under Section

2(e)(1) is affirned.

E. J. Seeher man

C. E. Wlters

B. A Chapnan

Admi ni strative Trademark
Judges, Tradenmark Trial and
Appeal Board



